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The panellists, Iona Berkeley and Martin Howe QC, referred to the following cases. 

First Talk (Iona Berkeley)

Evidence on the average consumer:

Approach where mark has different levels of distinctiveness among different demographic subsets of the average consumer:
Jack Wills Ltd. v House of Fraser (Stores) Ltd. [2014] EWHC 110 (Ch); [2014] FSR 39, see in particular [59]-[68].

Approach where average consumer represents a wide and varied class of consumers:
Thomas Pink Ltd. v Victoria’s Secret UK Ltd. [2014] EWHC 2631 (Ch); [2014] FSR 40, see in particular [118]. 

Evidencing s.10(3) claims:

Evidencing reputation of a descriptive mark by evidence of online advertising impressions and evidencing s.10(3) infringements generally: 
Planetart LLC v Photobox Ltd. [2020] EWHC 713 (Ch); [2020] ETMR 35, see in particular [86], [30]-[46] and [176]-[187]. 

Evidence (and lack of evidence) of actual confusion and/or deception:

No need for evidence of actual deception in passing off cases: 
Neutrogena Corp. v Golden Ltd. [1996] RPC 473, see in particular page 482.

No need for evidence of actual confusion in trademark cases as average consumer is a ‘normative benchmark’ and greater importance of evidence of actual deception in passing off cases: 
Planetart LLC v Photobox Ltd. [2020] EWHC 713 (Ch); [2020] ETMR 35 , see in particular [20] and [50].

Weight to be attached to absence of confusion evidence in assessing likelihood of confusion: 
Samuel Smith Old Brewery (Tadcaster) v Lee [2011] EWHC 1879 (Ch); [2012] FSR 7, see in particular [95].

When confusion evidence might be expected to be absent or minimal: 
Och-Ziff Management Europe Ltd. v Och Capital LLP [2010] EWHC 2599 (Ch); [2011] FSR 11, see in particular [117].
(see also Jack Wills [[2014] EWHC 110 (Ch) at [100]-[101] and Beauty Bay Ltd v Benefit Cosmetics Ltd [2019] EWHC 1150 (Ch); [2019] FSR 31, see in particular [59]-[60]).

Circumstances where actual confusion evidence should be expected: 
Glaxo Wellcome UK Ltd v Sandoz Ltd [2019] EWHC 2545 (Ch), see in particular [262] and [264]. (see also Planetart LLC [2020] EWHC 713 (Ch) at [136] and [143]).

Relevance of extent of parties’ efforts to find evidence of confusion: 
Jack Wills Ltd. v House of Fraser (Stores) Ltd. [2014] EWHC 110 (Ch); [2014] FSR 39, see in particular [102]-[103] (see also Glaxo v Sandoz [2019] EWHC 2545 (Ch) at [262]).

Where no actual confusion evidence to be expected, as all confusion will be post-sale and approach to post-sale confusion cases: 
Planetart LLC v Photobox Ltd. [2020] EWHC 713 (Ch), see in particular [165] and [25] (see Datacard Corporation v Eagle Technologies Ltd [2011] EWHC 244 (Pat); [2011] RPC 17, at [288] and [289] on post-sale confusion generally).

Trade evidence as against expert evidence:

No permission for expert evidence: 
Glaxo Wellcome UK Ltd v Sandoz Ltd. [2017] EWHC 1524 (Ch), see in particular [29]ff.

Distinguishing expert evidence from trade evidence: 
Fenty v The Arcadia Group Brands Ltd (t/a Topshop) [2013] EWHC 1945 (Ch); [2013] FSR 37, see in particular [35]-[36] and [39].

Strike-out of inadmissible opinion evidence in trade evidence and inadmissible commentary on documents: 
Glaxo Wellcome UK Ltd v Sandoz Ltd. [2019] EWHC 1528 (Pat), at [8] and [21]ff.

Other materials:

CPR 35
CPR 32
Chancery Guide, paragraph 19.3

Second Talk (Martin Howe QC)

Survey evidence:

Origin of Whitford Guidelines: 
Imperial Group PLC v Philip Morris Ltd [1984] RPC 293

Numbered summary of Whitford Guidelines and test for admissibility of survey evidence and disapproval of surveys as witness collection exercises: 
Interflora Inc v Marks and Spencer Plc [2012] EWCA Civ 1501; [2013] FSR 21, see in particular [61], [149]-[152] and [64].

Interflora approach increases costs: 
Enterprise Holdings Ltd v Europcar Group UK Ltd [2015] EWHC 17 (Ch); [2015] FSR 22, see in particular [102].

Permission for use of recycled trade mark registry survey: 
Glaxo Wellcome UK Ltd. v Sandoz Ltd [2017] EWHC 3196 (Ch)

Permission for use of survey to prove acquired distinctiveness of a component of mark: 
TJX UK v SportsDirect.com Retail Ltd [2019] EWHC 3246 (Ch)

No permission for survey to prove acquired distinctiveness of descriptive mark: 
Planetart LLC v Photobox Ltd [2019] EWHC 2436 (Ch)

Approach of UKIPO: 
Trade Marks Manual 4.8.4.5 (see also TPN 2/2012)

Disapproval of German statistical approach by CJEU:
 Case C-478/07 Oberbank AG v Deutscher Sparkassenund Giroverband eV EU:C:2014:2012; [2014] E.T.M.R. 56, see in particular at [44] and [48]

German approach may demonstrate acquired distinctiveness of a logo mark: 
Enterprise Holdings Ltd v Europcar Group UK Ltd [2015] EWHC 17 (Ch); 2015] FSR 22, see in particular [196].

German approach does not sufficiently distinguish between association and reliance for colour marks (and arguably other marks deriving from product characteristics): 
Glaxo Wellcome UK Ltd v Sandoz Ltd [2019] EWHC 2545 (Ch), see in particular [245].

Surveys on confusion (or deception): 
Reckitt & Colman Products Limited v Borden Inc. [1990] RPC 341, see in particular page 351.

Cases referred to in the question and answer part of the webinar

British Sky Broadcasting Group Plc v Digital Satellite Warranty Cover Ltd (in Liquidation) [2012] EWHC 2662 (Ch); [2012] FSR 14

Clark v Associated Newspapers Ltd [1998] RPC 261

 

Thank you for your attendance at this webinar.  For those interested, the next one will focus on design right and copyright law and will take place on Thursday 2 July at 4.00 (with Lindsey Lane QC, Ashton Chantrielle and Beth Collett). 

The panellists will consider the effect of recent CJEU and UK cases including Shnuggle v Munchkin on Community registered and UK unregistered designs, Cofemel on the interrelationship between copyright and EU design law and Brompton Bicycle on claiming copyright in technical features of a work. The webinar will also feature practical content on pleading design rights and using experts in design right disputes.

Henry Edwards, webinar moderator
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